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Agenda for Patent Reform in the 114th Congress: 

Ensure That USPTO Post-Grant Proceedings Are Fair to All Parties 

Overview 

The America Invents Act (“AIA”) established two new contested proceedings to be 
conducted by the USPTO -- “Post-Grant Reviews” (“PGR’s”) and Inter Partes Reviews 
(“IPR’s”) -- for the purpose of allowing members of the public to challenge the validity of 
granted patents as an alternative to litigation.1  At the same time, the AIA eliminated two other 
types of USPTO proceedings (patent interferences and inter partes reexaminations) that had been 
criticized as ineffective and/or unfair.  The new proceedings allow petitioners to seek the 
institution of an IPR or PGR by making an initial showing demonstrating that the challenge is 
likely to be successful.  Unless the required showing is met, the Director of the USPTO is 
forbidden from instituting the requested proceeding.  If it is met, the Director may or may not 
institute the proceeding, based upon his/her evaluation of seven other discretionary 
considerations enumerated in the statute.  Once instituted by the Director, the reviews are 
conducted before a panel of three administrative law judges of the newly-created “Patent Trial 
and Appeal Board” (“PTAB”). 

 
Following passage of the AIA, the USPTO proposed and promulgated various 

implementing regulations.  As part of that process, the three major IP law associations – the 
ABA-IPL Section, AIPLA and IPO -- submitted multiple comments, originally proposing what 
the regulations should be, and then commenting on the regulations as proposed.  Among these 
comments were warnings that these procedures, which directly affect granted US patent rights, 
need to meet due process standards, and that USPTO’s proposed use of validity standards 
differing from those used in the court, in combination with some procedures that asymmetrically 
favor petitioners over patent owners, had the potential to unfairly skew these proceedings in 
favor of patent challengers. 

   

                                                           
1 A third type of USPTO proceeding, for Covered Business Method patents (CBM) was also created by the AIA, and 
is discussed in Appendix 9. 

http://www.patentsmatter.com/
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Unfortunately, experience has now confirmed the validity of these concerns, as initial 
results are lopsided in favor of petitioners.2  The USPTO began receiving petitions to institute 
IPR’s and PGR’s in September of 2012, and to date over 2,775 petitions have been filed with the 
USPTO.  Of these, between 76 and 87 percent led to instituted PGR or IPR reviews.3  Of those 
that have progressed to final decision, 63% have entirely invalidated the challenged claims, 
while 84% of the challenged patents have been at least partially invalidated.4  

 
As a result, it is now widely perceived that PGR and IPR proceedings are tilted heavily 

against patent owners.  As reported on March 10, 2014 in the Wall Street Journal: 
  
Patent holders are concerned the [PTAB] board is eviscerating their rights. Many claim 
the movement to clean up the patent system has swung too far. Peter McAndrews, a 
lawyer in Chicago who represents patent holders, said the process is "one slanted toward 
destroying patents" already issued by the Patent and Trademark Office....In recent 
months, Randall Rader, the chief judge of the Federal Circuit, has been one of the board's 
most outspoken critics. At a conference of intellectual-property lawyers last fall, the 
judge called the board's panels "death squads…killing property rights."5 

In August of 2014, the Chief Judge of the PTAB appeared to at least partially confirm this view, 
telling the Patent Public Advisory Committee that “If we weren't in part doing some ‘death 
squadding,’ we wouldn't be doing what the statute calls us to do.”6 

 Shortly thereafter, several major IP stakeholders highlighted their concerns about the 
fairness of these proceedings in written comments submitted to the USPTO office.  In an October 
16, 2014 submission, the American Intellectual Property Law Association commented: 

AIPLA urges the Office to give further consideration to changes that improve the 
perception of fairness of these proceedings by all participants. The long-term success of 
the new AIA trial proceedings will turn not only on how fast the proceedings are 

                                                           
2 A recent article states, “[r]ecent statistics show that the PTAB strongly favors the petitioner,” and “[o]nce a 
petition is granted, the outcome highly favors the petitioner.” Paul J. Korniczky & Elias P. Soupos, Considerations 
for Using Post-Grant Proceedings to Attack Patent Validity, LANDSLIDE September/October 2014, at 34, 34-35, 
36-37, available at http://www.americanbar.org/publications/landslide/2014-15/september-
october/considerations_using_postgrant_proceedings_attack_patent_validity.html (citing PTO IPR statistics 
showing “about 80 percent of petitions to invalidate at least some of the claims in a patent are granted,” “[a]bout 60 
percent of all challenged claims are being reviewed,” “[i]n about 70 percent of IPR trials, all instituted claims were 
canceled,” “[i]n almost all of the remaining trials, at least some of the instituted claims were canceled,” and overall 
“approximately 90 percent of the challenged claims [are] being canceled”). The article’s authors also show that the 
rate of filing petitions is increasing, and that Bio/Pharma patents have had the highest IPR petition institution rate, at 
nearly 85%. Id. at 34-35, Figs. 1 & 3. 
3 PTAB report to February 2015 Patent Public Advisory Committee, available at 
http://www.uspto.gov/sites/default/files/documents/20150219_PPAC_PTAB_Update.pdf 
4 Id. at slide 15. 
5 Available at: http://www.wsj.com/articles/SB10001424052702304020104579431393308282698.  
6 Transcript, PTAB Meeting, Thursday, August 14, 2014, at page 129, available at: 
http://www.uspto.gov/about/advisory/ppac/ppac_transcript_20140814.pdf.    

http://www.americanbar.org/publications/landslide/2014-15/september-october/considerations_using_postgrant_proceedings_attack_patent_validity.html
http://www.americanbar.org/publications/landslide/2014-15/september-october/considerations_using_postgrant_proceedings_attack_patent_validity.html
http://www.uspto.gov/sites/default/files/documents/20150219_PPAC_PTAB_Update.pdf
http://www.wsj.com/articles/SB10001424052702304020104579431393308282698
http://www.uspto.gov/about/advisory/ppac/ppac_transcript_20140814.pdf
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disposed of by the Office, but also on how fair the proceedings are perceived by patent 
owners, petitioners and the public at large.7 

The Pharmaceutical Research Manufacturers Association (“PhRMA”) expressed similar 
concerns: 

The rules and practices governing the PTAB’s trial proceedings have resulted in PTAB 
proceedings that appear unfair to patent owners. This is contrary to due process, the AIA, 
and the U.S. patent system.  

Patent owners’ rights in their issued patents are protected by the due process guarantees 
of the Fifth Amendment.8 This protection is fundamental and was not diminished by the 
AIA. Instead, as Senator Leahy explained, the purposes of the Leahy-Smith AIA were to 
“establish a more efficient and streamlined patent system that will improve patent quality 
and limit unnecessary and counterproductive litigation costs, while making sure no 
party’s access to court is denied.”9. As Senator Kyl further explained, “[t]he overarching 
purpose and effect of the [AIA] is to create a patent system that is clearer, fairer, more 
transparent, and more objective.”10  This emphasis on due process and fairness is 
essential to the U.S. patent system. 

This widespread perception of unfairness is already undermining public confidence in the patent 
system, leading some critics to query whether the U.S. should return to a patent registration 
system rather than the current examination system, as the lengthy and expensive examinations 
now being conducted prior to patent grant are, by regulation, to be given no weight under current 
PTAB procedures.   

Capitalizing on the perceived unfairness of these proceedings, speculators have now 
begun filing IPRs to profit from the propensity of the PTAB to overturn the USPTO’s original 
patentability decisions.  In what is being called “reverse trolling” or “patent greenmail,” these 
challengers use the perception that IPR’s are skewed against patent owners to leverage high 
value settlements to end their attacks, or to manipulate the target’s stock price.  Most recently, 
for example, hedge fund manager Kyle Bass announced a planned “short strategy” of attacking 
the patents of 18 biopharma companies in IPR proceedings for the purpose of driving down their 
stock prices.11  On February 10, 2015, Bass’s “Coalition for Affordable Drugs LLC“ filed its 
first IPR, against Acorda, a small manufacturer of a new drug to treat multiple sclerosis (MS).  
Based on the market’s perception that this proceeding is more likely than not to overturn the 

                                                           
7 (available at http://www.uspto.gov/ip/boards/bpai/aipla_20141016.pdf). 
8 “No person shall . . . be deprived of . . . property, without due process of law.” U.S. CONST. amend. V. 
9 157 Cong. Rec. S5322, S5327 (daily ed. Sept. 6, 2011) (statement of Sen. Patrick Leahy). 
10 157 Cong. Rec. S5319 (daily ed. Sept. 6, 2011) (statement of Sen. Jon Kyl). 
11  See “Kyle Bass Wields New Weapon in Challenging Drug Makers,” New York Times, available at 
http://dealbook.nytimes.com/2015/02/11/kyle-bass-wields-new-weapon-in-challenging-drug-makers/?_r=0 ; see 
also, “Kyle Bass' War Against the US Pharmaceutical Industry has Officially Begun,” Business Insider available at 
http://www.businessinsider.com/kyle-bass-files-first-ipr-petition-2015-2. 

http://www.uspto.gov/ip/boards/bpai/aipla_20141016.pdf
http://dealbook.nytimes.com/2015/02/11/kyle-bass-wields-new-weapon-in-challenging-drug-makers/?_r=0
http://www.businessinsider.com/kyle-bass-files-first-ipr-petition-2015-2
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original grant of Acorda’s patent on its MS drug, Acorda’s stock was driven down 10% in one 
day, causing an equity loss to Acorda’s investors of about $150 million.      

Our coalition believes that, contrary to the PTAB Chief Judge’s suggestion, Congress 
always intended PGR and IPR proceedings to be conducted in a fair and unbiased manner, and 
that legislation is now needed to balance and improve the fairness of these proceedings for all 
participants.  Patent owners and challengers alike are owed no less.  Just as granted patent rights 
should not be abridged by any proceeding that fails to afford due process to the patent’s owner, 
the grievances of patent challengers should enjoy full and fair hearings, which should lead to 
final decisions that are less vulnerable to being overturned on appeal.   But most importantly, by 
removing any question concerning the fairness of the procedures used in these proceedings, faith 
in the patent system will be enhanced and innovation stimulated, to the benefit of all. 

To achieve that end, 21C proposes the following changes, each of which is discussed in detail in 
the attached correspondingly numbered appendices: 

1. Clarify that under the AIA, the Director or the Director’s proper delegate (as authorized 
by 35 USC 3(b)(3)), but not the PTAB, is to consider and decide petitions seeking to have 
a PGR or IPR instituted. 

2. Clarify that patent claims are to be construed in PGR and IPR proceedings as they are in 
the courts, and that the USPTO is to apply the same burdens and presumptions to those 
claims as in the courts. 

3. Clarify that under the AIA, patent owners have the right to submit declaration and/or 
other like kind evidence in their preliminary responses in opposition to similarly 
supported PGR and IPR petitions, and that the Director will consider and weigh both 
parties’ evidence prior to deciding.  

4. Clarify the duty of disclosure applicable to petitioners and patent owners in PGR and IPR 
proceedings at the institution stage, so that all parties will be required to promptly 
disclose any evidence that is contrary to positions they are advancing.   

5. Allow patent owners who seek to amend one or more of their challenged patent claims in 
response to  issues raised in a PGR or IPR petition to have them considered in a USPTO 
reexamination or reissue proceeding rather than in an inter partes proceeding, in which 
event the IPR or PGR would be deferred until the conclusion of the reexamination or 
reissue proceeding via dismissal without prejudice, thus affording the petitioner a full and 
fair opportunity to challenge any claims that might emerge from the reexamination or 
reissue proceeding. 

6. Extend the right to parties in PGR and IPR proceedings to have testimony relating to 
disputed issues of material fact and/or credibility heard live by the PTAB as part of the 
final hearing in the proceeding. 

7. Extend to parties in PGR and IPR proceedings the right now enjoyed by parties in all 
other contested USPTO proceedings to appeal to a district court under 35 USC 146, 
provided however that if there is already a patent infringement litigation relating to the 
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same patent pending between the parties, such appeal shall be to that district court, and 
that in any such district court proceeding, the prevailing party shall be awarded its 
reasonable attorney fees and costs incurred in connection with such appeal.  

8. Protect patent owners from duplicative and repetitive validity challenges. 
9. Limit standing in IPR’s to that now required to institute covered business method patent 

reviews. 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

The Coalition for 21st Century Patent Reform has more than 40 members from 18 diverse 
industry sectors and includes many of the nation’s leading manufacturers and researchers.  The 
coalition’s steering committee includes 3M, Bristol-Myers Squibb, Caterpillar, ExxonMobil, 

General Electric, Procter & Gamble, Johnson & Johnson, and Eli Lilly. For more information, 
visit http://www.patentsmatter.com. 

http://www.patentsmatter.com/
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APPENDIX 1 

Clarify that under the AIA, the Director or the Director’s proper delegate (as authorized 
by 35 USC 3(b)(3)), but not the PTAB, is to consider and decide petitions seeking to have a 
PGR or IPR instituted 

The Issue:  AIA implementing regulations now require three judge panels of the PTAB 
to decide whether requested IPR and PGR proceedings will be instituted.  This delegation of 
authority to the PTAB is contrary to statute and improperly vitiates the AIA’s intended 
separation between the decision to institute on the one hand (which is to be the responsibility of 
the USPTO Director), and the conduct of the proceeding on the other (which is to be the 
responsibility of the PTAB).  As explained in PhRMA’s comments to the USPTO: 

In order to comply with the AIA, and to remove the potential for bias and improper 
burden shifting, the PTAB panel that conducts an AIA Review should not also have 
instituted that review. The AIA provides that it is the responsibility of the Director of the 
PTO to establish the rules for IPRs and PGRs,12 and to determine whether to institute an 
IPR or PGR.13 Separately, the AIA also enumerates the duties of the PTAB, which do not 
include instituting IPRs or PGRs.14 For IPRs and PGRs, the PTAB’s duties are specified 
as “conduct[ing] inter partes reviews and post-grant reviews pursuant to chapters 31 
[Inter Partes Review] and 32 [Post-Grant Review].”  In Chapters 31 and 32, the PTAB’s 
duties similarly are limited to “in accordance with section 6, conduct[ing] each . . . 
review instituted under this chapter.”  The AIA thus separates the responsibility for 
instituting an IPR or PGR from the responsibility for conducting an instituted IPR or 
PGR. The PTAB’s role under the AIA is specifically limited to “conduct[ing]” a review 
that was already “instituted.” 

Under the AIA’s statutory framework, the Director of the USPTO is to serve as the 
gatekeeper to IPR and PGR proceedings, and is to use his/her discretion to limit the number and 
nature of IPR and PGR proceedings.  During the development of the AIA, this gatekeeper role 
was seen as important, as each instituted proceeding was understood to be far more costly to 
patent owners than other USPTO proceedings available for assessing validity issues.  Estimated 
at a half million dollars or more to defend, Congress recognized that the Director should exercise 
considerable discretion before instituting these proceedings, and should only do so upon the 
Director’s determination that the institution of a PGR or IPR would be appropriate.  Congress 
                                                           
12 See 35 U.S.C. § 316(a) (“Conduct of inter partes review (a) Regulations.—The Director shall prescribe 
regulations— . . .”); id. § 326(a)(“Conduct of post-grant review (a) Regulations.—The Director shall prescribe 
regulations— . . .”).  
13  See 35 U.S.C. § 314(b) (“[t]he Director shall determine whether to institute an inter partes review”); id. § 
324(c)(“[t]he Director shall determine whether to institute a post-grant review”).  
14 Leahy-Smith America Invents Act, Pub. L. No. 112-29, § 7, 125 Stat. 284, 313 (2011) (amending 35 U.S.C. § 6); 
35 U.S.C. § 6(b) (as amended) (“Duties.—The Patent Trial and Appeal Board shall—(1) on written appeal of an 
applicant, review adverse decisions of examiners upon applications for patents pursuant to section 134(a); (2) review 
appeals of reexaminations pursuant to section 134(b); (3) conduct derivation proceedings pursuant to section 135; 
and (4) conduct inter partes reviews and post-grant reviews pursuant to chapters 31 [Inter Partes Review] and 32 
[Post-Grant Review].”).   
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acted cautiously in authorizing institution of these proceedings because it realized that even a 
single IPR or PGR could impose a severe burden on a patent owner, especially on an 
independent inventor or small business owner.  

Unfortunately, the importance of the intended independent gatekeeping function was 
somehow lost on the USPTO during the AIA implementation process.15  Instead, the USPTO 
implemented regulations improperly delegating the Director’s institution duties to the PTAB.  
Because these proceedings are user-fee funded, this gave the PTAB an opportunity to expand 
both its docket and its judicial staffing, limited only by the number of petitions filed for its 
review.  As a result, vastly more of these proceedings have been instituted than were ever 
contemplated by the AIA, leading the PTAB to more than double its size since the AIA was 
enacted.16  

A secondary result of this erroneous procedure is that PTAB panels make up their minds 
on the merits of the petition during the institution process, on an incomplete record tilted in favor 
of the petitioner’s evidence (see Appendix 3 below).  This is because USPTO regulations do not 
currently require petitioners to disclose the evidence of which they are aware that favors validity, 
and the rules affirmatively prohibit patent owners from submitting expert evidence in opposition 
to petitions to institute IPR’s or PGR’s (see Appendix 4 below).  Accordingly, the PTAB panel 
that will ultimately decide the case initially makes up its mind on the merits of the challenge 
after hearing only a one-sided version of the validity story.   

Because the same judges are assigned to both decision making functions, once the 
proceeding is instituted, patent owners face PTAB panels that are already predisposed to rule 
against them.  As explained in the AIPLA’s October 16 written comments to the USPTO: 

AIPLA is concerned that there is a real or perceived challenge for panels of APJs to 
remain impartial in conducting an AIA trial in view of the natural tendency to defend 
decisions that were made in rendering a Decision to Institute that very AIA trial. 
Currently the same APJs consider an incomplete and preliminary record to decide that the 
claims being challenged in a petition are likely unpatentable. Those same APJs are then 
required to make the Final Written Decision—in essence, they are put in the position of 

                                                           
15 See H. REPT. 112–98, pages 46-7, “The Act converts inter partes reexamination from an examinational to an 
adjudicative proceeding, and renames the proceeding ‘‘inter partes review.’’ The Act also makes the following 
improvements to this proceeding: 
‘‘Reasonable likelihood of success’’ for instituting inter partes review. The threshold for initiating an inter partes 
review is elevated from ‘‘significant new question of patentability’’— a standard that currently allows 95% of all 
requests to be granted—to a standard requiring petitioners to present information showing that their challenge has a 
reasonable likelihood of success. Satisfaction of the new threshold will be assessed based on the information 
presented both in the petition for the proceeding and in the patent owner’s response to the petition.”, available at 
http://www.gpo.gov/fdsys/pkg/CRPT-112hrpt98/pdf/CRPT-112hrpt98-pt1.pdf.   
16 Presentation of James Smith to the PPAC, August 14, 2014, slide 32, available at 
http://www.uspto.gov/sites/default/files/about/advisory/ppac/20140814_PPAC_PTABUpdate.pdf . 

http://www.gpo.gov/fdsys/pkg/CRPT-112hrpt98/pdf/CRPT-112hrpt98-pt1.pdf
http://www.uspto.gov/sites/default/files/about/advisory/ppac/20140814_PPAC_PTABUpdate.pdf
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defending their prior decision to institute the trial. This creates an actual or perceived bias 
against the patent owner17. 

There is ample statutory authority for dividing such responsibilities to eliminate the 
potential for this type of actual or perceived bias. Under the statute, it is the Director who 
decides whether to institute the review, and the Board then conducts the trial and issues 
the Final Written Decision as to patentability. (Footnote omitted.) 

The practical result is that the burden of proof is shifted to patent owners to prove 
validity, rather than leaving it to petitioners to prove invalidity, as the AIA requires.  Human 
nature being as it is, it is not surprising that PTAB panels do not change their minds, and 
overwhelmingly affirm the positions they adopted in their initial decision to institute. 

The Director’s delegation of his/her gatekeeping responsibility to the PTAB is not only 
bad policy, it is contrary to statute.  The AIA specifies that the Director (or the Director’s proper 
delegates as authorized by 35 USC 3(b)(3)), should review and decide whether petitions to 
institute an IPR or PGR are granted, and that if so, the proceeding will then be conducted by a 
three judge panel of the PTAB.  Proper delegates of the Director are those persons appointed or 
hired by the Director, not members of the PTAB, who are appointed by the Secretary of 
Commerce.  In implementing the AIA, however, the USPTO improperly delegated the review of 
petitions and the decision to institute IPR’s and PGR’s to the PTAB, who are authorized under 
the AIA and 35 USC 6 only to “conduct” such proceedings following the Director’s decision to 
institute them.  

The result of this improper delegation is the skewing of proceedings in favor of 
challengers – an outcome never intended by Congress. 

The Solution: Require that the Director or her proper delegates review and decide 
whether to institute IPR and PGR proceedings without any involvement of the PTAB, which 
should then conduct those proceedings instituted in an unbiased manner, placing the burden of 
proving invalidity on petitioners, as the AIA requires. 

Proposed Statutory Language:  35 USC 6(b)(4) should be amended as follows:.  

(b) Duties.— The Patent Trial and Appeal Board shall—  …(4) conduct (but not 
participate in the decision to institute) inter partes reviews and post-grant reviews 
pursuant to chapters 31 and 32. 

                                                           
17 AIPLA Comments to USPTO at page 20, available at 
http://www.aipla.org/advocacy/executive/Documents/AIPLA%20Comments%20to%20USPTO%20on%20AIA%20
Trial%20Proceedings%20before%20PTAB-10.16.14.pdf.  

http://www.aipla.org/advocacy/executive/Documents/AIPLA%20Comments%20to%20USPTO%20on%20AIA%20Trial%20Proceedings%20before%20PTAB-10.16.14.pdf
http://www.aipla.org/advocacy/executive/Documents/AIPLA%20Comments%20to%20USPTO%20on%20AIA%20Trial%20Proceedings%20before%20PTAB-10.16.14.pdf


9 
 

APPENDIX 2 

 
Clarify that patent claims are to be construed in PGR and IPR proceedings as they are in 
the courts, and that the USPTO is to apply the same burdens and presumptions to those 
claims as in the courts 

The Issue:  For conducting IPR and PGR proceedings, the USPTO has erroneously 
adopted the “BRI” patent claim construction standard that is used during the initial examination 
of a patent application, instead of the Phillips standard used by practitioners, courts and the ITC 
to determine the meaning and scope of claims in issued patents.  As a result, instead of starting 
its consideration of claim scope with the benefit of what previously took place in the USPTO and 
the courts, the BRI approach starts all over, treating the patent claims as if they had never been 
examined, and as if there had never been a back and forth between the applicant and the patent 
examiner leading to agreements as to their meanings and their patentability. 

 
The major difference between the two standards is that under BRI, the claims are given 

their broadest reasonable interpretation after considering only the language of the patent 
specification and claims themselves.  Under the Phillips standard, the claims are construed as 
they would be understood by a person of ordinary skill in the art (and limited) additionally in 
view of their prosecution histories during the examination which led to their grant.  Accordingly, 
the first approach (BRI) ignores all of the USPTO’s prior examination of the patent, while the 
second (Phillips) takes it into account when construing the claims.  This difference is significant, 
as the BRI standard is likely to result in claims being more broadly construed using BRI than 
they would be using Phillips.  The use of BRI is thus likely to lead to the invalidation of patents 
in PGR and IPR that would have been found not invalid in the courts and ITC, and to carry with 
it the risk that in some cases the scope of claims that are confirmed as valid will be enlarged by 
the PGR-IPR process.  

 
Contrary to the USPTO’s approach, the AIA contemplates that the prosecution histories 

of challenged patents be considered by the Director when deciding whether or not to institute a 
PGR or IPR proceeding.  The AIA seeks to ensure that the same or similar issues are not 
considered twice, that the Office has the benefit of the full history of the prior prosecution of the 
patent, that patent owners are not burdened with unnecessary defenses of their patents, and that 
inconsistent results are avoided.  In particular, the AIA provides: 
 

In determining whether to institute or order a proceeding under this chapter [32 
establishing PGR’s]…or chapter 31 [establishing IPR’s] the Director may take into 
account whether, and reject the petition or request because, the same or substantially the 
same prior art or arguments previously were presented to the Office.18 
 

As further provided in Section 301 of the AIA, the Office is encouraged to consider all prior 
statements of the patent owner “filed in a proceeding before a Federal court or the Office in 
which the patent owner took a position on the scope of any claim of a particular patent,”19 but 
                                                           
18 AIA Section 325(d). 
19 AIA Section 301(a)(2). 
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only for the purpose of construing the patent claims challenged in the proceeding. Section 301(d) 
of the AIA provides: 
 

(d) LIMITATIONS. – A written statement submitted pursuant to subsection (a)(2)…shall 
not be considered by the Office for any purpose other than to determine the proper 
meaning of a patent claim in a proceeding that is ordered or instituted pursuant to 
section …314 [IPR], or 324 [PGR]20 

 
The AIA thus contemplates that the USPTO consider, just as the courts do, not only the portions 
of the prosecution history that constitute statements of the patent owner filed in the prosecution 
of that patent, but also those made in any proceeding before a Federal court or the Office (in that 
or other proceedings before the Office) in which the patent owner took a position on the scope of 
any claim of the patent.   
 

Even if the AIA had been silent on these issues, the use of a “BRI” approach would still 
have been inappropriate in PGR and IPR proceedings. This is because the courts have authorized 
the USPTO to use the “BRI” approach only in cases where the patent applicant or owner has the 
right to make iterative amendments to claims that have been rejected by the Office.  Yet in both 
PGR and IPR, there is no free right to amend the challenged patent claims. While the AIA could 
have been drafted to allow the direct amendment of those claims in an examination format, as is 
allowed in other USPTO proceedings, it was not.  Unlike in reissue and reexamination 
proceedings where applicants have an unfettered right to amend their claims to avoid cited prior 
art,21 in PGR, IPR, and CBM proceedings patent owners do not have the right to freely amend 
their patent claims – they must either stand as issued or be cancelled and abandoned.  While 
patent owners do have the right to propose substitute claims for any that have been cancelled, 
they are afforded a single opportunity to file a motion to submit one substitute claim for each 
challenged claim (and must “show the patentable distinction of the proposed amended claim over 
all prior art”22).  Finally, a patent owner has no right to amend the patent’s claims to meet any 
new arguments or evidence advanced by a challenger against the proposed substitute claims, nor, 
as noted above, any right to amend the proposed substitute claims after learning what the 
USPTO’s position is on their patentability. 
 

The use of the BRI claim interpretation protocol for PGR and IPR proceedings is not only 
inappropriate, it is plainly unfair to patent owners.  The broader interpretation that results using 
BRI is more likely to expand the scope of a claim to the point where it will be found invalid in 
IPR and PGR proceedings, even though the courts, using the narrower Phillips standard, would 
properly have found it valid.   And unlike an initial examination where a patent applicant is given 
the opportunity to amend the claims to narrow their scope and/or to submit new claims after 
receiving an examiner’s objections, in PGR and IPR proceedings, patent owners are not given 
any indication by the Patent Trial and Appeal Board (PTAB) of its view of the validity of their 
patents’ claims before they must propose amended or substitute claims. Thus, patent owners 

                                                           
20 AIA Section 301(d). 
21 In re  Yamamoto, 740 F.2d at 1572. 
22 Presentation by Acting Vice Chief Judges Horner and Boalick to Patent Public Advisory Committee, 
Feb. 12, 2014, available at http://www.uspto.gov/about/advisory/ppac/20140212_PPAC_PTABUpdate.pdf.  

http://www.uspto.gov/about/advisory/ppac/20140212_PPAC_PTABUpdate.pdf
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must propose amended or substitute claims without any indication from the PTAB of whether 
they are necessary, or how the claims might be changed to avoid an adverse ruling on validity. 
 

The use of BRI in PGR and IPR proceedings also unnecessarily burdens patent owners by 
forcing them to defend their patents against challenges which would not have been instituted in 
the first place had the USPTO interpreted the claims in the same manner as they are in district 
court infringement actions. While designed to be less expensive than district court litigation, 
defending these new post-grant proceedings cost patent owners up to a half million dollars or 
more per proceeding. Such expenses should not be placed upon patent owners unless it is clear 
that the claims of their patents, when construed in the scope as allowed by the USPTO, are likely 
invalid, as otherwise required by the criteria for instituting a PGR or IPR.  
 

While often overlooked, the Office’s use of “BRI” may also prejudice accused infringers 
who are defending against charges brought in court that they are infringing the patent at issue. 
This is because once a claim emerges from a PGR or IPR review using BRI, the courts in 
ensuing infringement actions will have little choice but to apply the broader PTAB claim 
construction, especially if it has been affirmed by the Federal Circuit.  By then, the proceedings 
of the PGR or IPR will themselves have become part of the patent’s prosecution history and 
under current claim construction law will be required to be considered and taken into account by 
the courts in interpreting the claims.  The result will be that a broader claim construction for 
infringement purposes will be applied than would have been applied had BRI not been used in 
the PGR or IPR review.   As a consequence, some accused products that would not have been 
found to be infringing will be, and further uncertainty will be injected into the system, defeating 
the patentee’s and public’s rights to rely upon the original (limited) scope of issued patents when 
designing, developing and marketing their commercial products. 

 
It makes no sense to interpret the scope of a patent one way in court or before the ITC, 

and in a different way before the USPTO in an IPR or PGR proceeding. Assuming the evidence 
is the same in both places, patents that would be found valid in court should be found valid in 
IPR or PGR proceedings, and vice versa.  It is a fundamental tenet of patent law that issued 
claims being adjudicated should be interpreted the same for purposes of determining validity and 
infringement.  Nor is there any reason to ignore the effort and expense invested by the patent 
applicant and USPTO during the original examination of a patent, in favor of an approach that 
starts over at the beginning, as BRI does, instead of where the USPTO left off at the time it 
concluded the patent should be granted. 

 
 The “BRI” approach injects a high degree of uncertainty into the patent system, and 

undermines the innovator community’s right to rely upon the USPTO’s grant of a patent as 
providing the kind of protections upon which investments can be made, factories be built and 
people be hired. By the same token, once a patent issues, the public’s right to rely on the scope of 
the patent as determined by the USPTO should not be abridged, as the public may wish to 
negotiate for licenses to the patent, or rely upon limitations in those claims in designing around 
them to produce and market competitive products. 

 
The Solution: Enact into law Section 9(b) of the “Innovation Act,” as set forth below: 
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 (b) USE OF DISTRICT-COURT CLAIM CONSTRUCTION IN POST-GRANT AND INTER 
PARTES REVIEWS.— 
(1) INTER PARTES REVIEW.—Section 316(a) of 9 title 35, United States Code, is amended— 

(A) in paragraph (12), by striking ‘‘; and’’ and inserting a semicolon; 
(B) in paragraph (13), by striking the period at the end and inserting ‘‘; and’’; and 
(C) by adding at the end the following new paragraph: 

 
“(14) providing that for all purposes under this chapter— 

‘‘(A) each claim of a patent shall be construed as such claim would be in a civil 
action to invalidate a patent under section 282(b), including construing each claim 
of the patent in accordance with the ordinary and customary meaning of such 
claim as understood by one of ordinary skill in the art and the prosecution history 
pertaining to the patent; and on DSK6TPTVN1PROD with B 
‘‘(B) if a court has previously construed the claim or a claim term in a civil action 
in which the patent owner was a party, the Office shall consider such claim 
construction.’’. 

 
(2) POST-GRANT REVIEW.—Section 326(a) of title 35, United States Code, is amended— 

(A) in paragraph (11), by striking ‘‘; and’’ and inserting a semicolon; 
(B) in paragraph (12), by striking the period at the end and inserting ‘‘; and’’; and 
(C) by adding at the end the following new paragraph: 
 
‘‘(13) providing that for all purposes under this chapter— 

‘‘(A) each claim of a patent shall be construed as such claim would be in a civil 
action to invalidate a patent under section 282(b), including construing each claim 
of the patent in accordance with the ordinary and customary meaning of such 
claim as understood by one of ordinary skill in the art and the prosecution history 
pertaining to the patent; and 
‘‘(B) if a court has previously construed the claim or a claim term in a civil action 
in which the patent owner was a party, the Office shall consider such claim 
construction.’’. 
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APPENDIX 3 
 

Clarify that under the AIA, patent owners have the right to submit declaration and/or 
other like kind evidence in their preliminary responses in opposition to similarly supported 
PGR and IPR petitions, and that the Director will consider and weigh both parties’ 
evidence prior to deciding whether to institute the requested PGR or IPR. 

Under the USPTO’s current regulations, the deck is stacked against patent owners with 
respect to the procedures that are used in deciding whether a PGR or IPR proceeding should be 
instituted.  Under these regulations petitioners are permitted to support their petitions with 
documentary and testimonial evidence in the form declarations, including expert declarations.23  
The PTO took the opposite position as to patent owners, however, ruling that patent owners may 
not submit expert testimony or opposing declarations of any kind in response to the positions 
taken by the petitioner.  As a result, institutions of PGR’s and IPR’s are now being decided by 
crediting petitioners’ self-serving, hearsay declarations.  Nothing may be heard on the merits 
from experts speaking on behalf of the patent owners, as patent owners are neither allowed to 
cross examine the petitioner’s experts nor to submit their own counter-affidavits prior to 
institution. 

 
The asymmetry of the USPTO’s institution procedures was a principle concern of the 

major IP bar associations during the rulemaking process.  As the joint bar associations’ joint 
Committee explained:  

 
 B. Patent Owner’s Preliminary Response. 
 
The Committee is concerned that the proposed rules will result in the institution of far 
more review proceedings than Congress intended when deciding to reject the “substantial 
new question of patentability” standard in favor of the higher thresholds required by 
Sections 314(a) and 324(a) of the AIA. Compounding this concern is the approach of the 
PTO’s Proposed Rules, wherein the petitioner would be allowed to submit all relevant 
evidence, including testimonial evidence, while the patent owner would not be allowed to 
respond in kind. By contrast, the Committee’s proposal allowed the patent owner’s 
preliminary response to include any evidence offered to rebut the petition. The PTO’s 
Proposed Rules exclude testimonial evidence from the patent owner’s preliminary 
response, unless such testimony is already of record. PTO Proposed Rules 42.107(c), 
42.207(c). 

 
The Committee understands that the PTO may be concerned that testimonial evidence 
submitted with the patent owner’s preliminary response would not be subject to cross-
examination, and so the Board would not be in a position to weigh it appropriately. 

                                                           
23 During rulemaking, the USPTO rejected a call from the IP bar associations to require petitioners to include with 
their petitions an initial disclosure of all evidence known to it, such as objective evidence of non-obviousness, that 
may tend to contradict the assertions it was making in its petition, so that the patentee would have a fair opportunity 
to rebut the petition and avoid institution. 



14 
 

However, there appears to be no restriction on the petitioner’s ability to submit testimony 
in support of the petition for review, and thus the same criticism would appear to apply 
equally to the petitioner’s showings. See PTO Proposed Rules 42.104, 42.204. In the 
Committee’s view, fairness requires that the patent owner be allowed to preliminarily 
respond to the petition with testimonial evidence, if so desired, and that that evidence and 
the remainder of the patent owner’s showing be evaluated in the same manner as 
evidence proffered by the petitioner.  In addition to the unwarranted disparate treatment 
of petitioners and patent owners, the Committee is concerned that restricting the patent 
owner’s evidentiary submissions in the preliminary response will result in reviews being 
instituted upon an incomplete record, when consideration of a fuller record would make 
clear that the evidentiary threshold has not been met.  The Committee believes that the 
institution rate may be lower, and unnecessary reviews thus avoided, if the patent owner 
were allowed to introduce testimonial evidence in its preliminary response. Although a 
lower institution rate is not the goal in itself, the Committee does believe that the decision 
to institute review, which comes with a substantial cost and burden on patent owners, 
petitioners and the Office, should be made based upon the best available evidence and as 
complete a record as it is possible to generate prior to institution. 

 
To the USPTO’s credit, in 2014 the Office solicited public input on this point, asking for 
comment on the following question:  
 

Should new testimonial evidence be permitted in a patent owner Preliminary Response? 
If new testimonial evidence is permitted, how can the Board meet the statutory deadline 
to determine whether to institute a proceeding while ensuring fair treatment of all parties? 
 

Once again, the bar associations responded unanimously that patent owners should be permitted 
to submit testimonial evidence in their preliminary responses, and that this is important for the 
fairness of the proceedings.   The response of the ABA-IPL section is representative:  

 
The IPL Section believes that patent owners should be permitted to submit new 
testimonial evidence with a preliminary response. At the petition stage, the schedule does 
not permit cross-examination of testimonial evidence. So, if the patent owner is also 
allowed to submit testimonial evidence, the parties are on equal footing, which is 
important for the fairness of the proceeding. 
 

The response of the American Intellectual Property Law Association (“AIPLA”) to the USPTO 
was more detailed:  
 

The Office should permit testimonial evidence as part of the Patent Owner Preliminary 
Response, and should evaluate the credibility of that evidence the same way the Board 
currently evaluates testimonial evidence submitted with a Petition. 
  
AIPLA urges the Office to allow a patent owner to present new testimonial evidence as 
part of the Patent Owner Preliminary Response. The scope of such new testimonial 
evidence should be limited to rebuttal of the declaration testimony submitted by the 
petitioner.  
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Evaluation of such competing testimonial evidence without the benefit of cross-
examination is no different from evaluation of competing declarations in an inter partes 
reexamination. Such evidence would be weighed by the Board as part of its determination 
of whether the corresponding threshold was met for institution of a trial for an AIA 
review proceeding in the same manner that unchallenged testimonial evidence of the 
petitioner is considered. Consideration of this evidence and the petitioner’s testimonial 
evidence would not require significantly more effort by the Board. The patent owner’s 
new testimonial evidence could be limited to rebuttal of the petitioner’s declaration 
testimony, no cross examination would be permitted, and any arguments made by the 
patent owner would be set forth in the Preliminary Response, not the testimonial 
evidence. 
  
Based on the decisions reported to date, the institution stage of the AIA review 
proceedings appears to be very important in determining the outcome. The Decision to 
Institute is in many proceedings tantamount to a ruling on the merits. Preventing a patent 
owner from fully countering the petitioner’s testimonial evidence may contribute to 
biasing the result in favor of the petitioner. Once an AIA trial is instituted, the patent 
owner faces the difficult challenge of persuading the Board to change its initial 
determination. 
  
Allowing testimonial evidence by the patent owner prior to the decision to institute trial 
in the manner suggested would not materially impact the schedule because the Board 
already will be considering all of the issues addressed in such testimony as part of its 
consideration on whether or not to institute an AIA trial. For example, the Board can 
decide that there is a material issue of fact based on the competing testimonial evidence 
that, if proven in favor of the petitioner, would meet the threshold for instituting a trial. In 
such situations, institution of a trial to permit cross-examination of the declarants for both 
the petitioner and the patent owner would be appropriate. Further, in view of the patent 
owner’s testimonial evidence, the Board may determine that the petition should not be 
granted, thereby decreasing the workload of the Board.24  
 
As explained in PhRMA’s comments to the USPTO, by restricting patent owners from 

submitting testimonial evidence in their preliminary responses the current regulations prevent 
patent owners in some cases from fulfilling the requirement of the statute: 
 

Restricting patent owners’ use of testimonial evidence could prevent patent 
owners from fully meeting the AIA’s requirement that preliminary responses set forth 
how a petition has failed to meet the AIA’s standards for instituting an IPR or PGR.

  
If 

patent owners can make that required showing only through testimonial evidence, that 
information by definition cannot be presented as Congress intended. This incongruity 

                                                           
24 AIPLA Comments on PTAB Trial Proceedings October 16, 2014 Pages 7-8. Available at 
http://www.uspto.gov/ip/boards/bpai/aipla_20141016.pdf; see also IPO comments of September 16, 2014, available 
at http://www.uspto.gov/ip/boards/bpai/ipo_20140916.pdf; Houston Intellectual Property Law Association 
comments of Sept. 16, 2014, available at http://www.uspto.gov/ip/boards/bpai/hipla_20140916.pdf; New York 
Intellectual Property Law Association comments of September 16, 2014 available at  
http://www.uspto.gov/ip/boards/bpai/nyipla_091614.pdf. 

http://www.uspto.gov/ip/boards/bpai/aipla_20141016.pdf
http://www.uspto.gov/ip/boards/bpai/ipo_20140916.pdf
http://www.uspto.gov/ip/boards/bpai/hipla_20140916.pdf
http://www.uspto.gov/ip/boards/bpai/nyipla_091614.pdf
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between what the petitioner is allowed to present and what the patent owner is allowed to 
present raises fairness and due process concerns. Instituting an IPR or PGR based on the 
petitioner’s evidence without comparable evidence from the patent owner unfairly 
disadvantages the patent owner. Moreover, it also forces the PTO to make a decision on 
whether to institute a PGR or IPR proceeding without the ability to review all of the 
available evidence.  

In addition to fairness concerns, allowing patent owners to include testimonial 
evidence in a Patent Owner Preliminary Response would make evaluating an IPR or PGR 
institution more efficient. The PTO would be able to consider a more complete record 
when making an institution decision, which may lead to fewer IPR or PGR institutions, or 
institutions on a smaller number of claims or issues. The PTO also would be able to 
consider this additional evidence before institution, and thus before the twelve- to 
eighteen-month review period begins. (Footnotes omitted) 

 21C agrees and believes that it is plainly unfair to allow one party to submit evidence in 
support of a petition while precluding the other from presenting a like kind rebuttal.   If this 
procedure is permitted to continue, it will continue to place an undue burden on the innovation 
community by prompting the institution of PGR and IPR proceedings that the precluded 
evidence would have shown to be unnecessary.   Moreover, to continue this lopsided, unfair 
approach to evaluating petitions has and will continue to undermine the public’s confidence in 
the fairness of USPTO proceedings, and in the patent system itself.  
 
Proposed Solution: Amend Sections 313 and 323 of the AIA as follows:   

Sec. 313. Preliminary response to petition 
 
If an inter partes review petition is filed under section 311, the patent owner shall have 
the right to file a preliminary response to the petition, within a time period set by the 
Director, that may include evidence, including fact and expert declarations, and set[s] 
forth reasons why no inter partes review should be instituted based upon the failure of the 
petition to meet any requirement of this chapter 

 
 

Sec. 323. Preliminary response to petition 
 

If a post-grant review petition is filed under section 321, the patent owner shall have the 
right to file a preliminary response to the petition, within a time period set by the 
Director, that may include evidence, including fact and expert declarations, and set[s] 
forth reasons why no post-grant review should be instituted based upon the failure of the 
petition to meet any requirement of this chapter. 
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APPENDIX 4 
 

 
Clarify the duty of disclosure applicable to petitioners and patent owners in PGR and IPR 
proceedings at the institution stage, so that all parties will be required to promptly disclose 
any evidence that is contrary to positions they are advancing  

The Issue: During rulemaking, the USPTO rejected a call from the IP bar associations to 
require petitioners and patent owners to make an initial disclosure of all evidence known to it, 
including information and documents relating to any alleged prior use or sale or objective 
evidence of non-obviousness, that may tend to contradict the assertions it was making in its 
petition, so that the patentee would have a fair opportunity to rebut the petition and avoid 
institution.  The USPTO did not heed this advice, instead permitting the parties to conceal any 
such evidence until after a PGR or IPR proceeding is instituted. 

 
As explained in the Comments of the ABA-IPL, AIPLA and IPO of April 9, 2012,25 

based on the work of their joint Committee of Six Experts (“the Committee”), the USPTO’s 
refusal to mandate the initial disclosure of probative evidence raised a significant concern 
because patent owners would in some cases now be burdened by defending IPR or PGR 
proceedings that are entirely unnecessary.  As the Comments explain: 

 
 C. Initial Evidentiary Disclosures. 
The lack of significant initial disclosures is one of the most significant differences 
between the Committee’s proposal and the PTO’s Proposed Rules. . . 
Under the PTO Proposed Rules,  [t]here is no provision for mandatory initial disclosures, 
even as to information and documents that one would think would be routinely 
discoverable, such as documents reviewed by any expert witness or documents consulted 
or referenced in the preparation of a declaration or affidavit. . . Because it is vital to the 
orderly development of the issues, the Committee recommends that such disclosures be 
required to be made (without motion) as part of the submissions advancing those 
allegations. . .  

 
The Committee’s Proposal. The Committee believes that initial disclosures, required to 
be made by the petitioner and by the patent owner alike, will advance the expeditious 
resolution of the review proceedings by reducing the number of discovery disputes, 
obviating miscellaneous motion practice and lessening the need for Board involvement in 
discovery. As such: 

 The petitioner should be required to make initial disclosures with its petition 
of evidence of which it is aware that may bear on the fair resolution of issues 
raised in the petition, including the identification of documents and witnesses. 

 The patent owner should be required to make initial disclosures with its 
written response of evidence of which it is aware that may bear on the fair 

                                                           
25 Available at http://www.uspto.gov/aia_implementation/comment-aba-aipla-ipo.pdf. 

http://www.uspto.gov/aia_implementation/comment-aba-aipla-ipo.pdf
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resolution of issues raised in the written response, including the identification 
of documents and witnesses. 

 When a prior public use or sale issue is alleged, all persons having knowledge, 
and all documents relating to that alleged public use or sale must be disclosed 
with the petition and with the patent owner’s response. 

 When obviousness is alleged, all persons having knowledge, and all 
documents relating to objective evidence of nonobviousness must be disclosed 
with the petition and with the patent owner’s response. 

 

Experience has demonstrated the wisdom of the bar associations’ Committee of Six 
Experts.  Petitioners should no longer be permitted to conceal critical evidence favoring the 
validity of a patent being challenged, but rather should be required to make an initial disclosure 
of that information along with the filing of the petition.  Patent Owners should similarly be 
required to promptly disclose any evidence known to them that is contrary to positions they have 
advanced. 

Proposed Solution: Amend the AIA to clarify that contrary evidence be disclosed at the 
time of petition and preliminary response submission.  

Statutory Language -- Amend Sections 312, 313, 322 & 323 to require disclosures of 
contrary evidence 

Amend Sections 312(a)(3) of the AIA by adding the following sub-paragraphs “(C) 
evidence, including documents and witnesses, of which the petitioner is aware that may 
tend to refute the positions advanced in the petition, and (D) when obviousness is alleged, 
an identification of all persons having knowledge, and of all documents relating to, 
objective evidence of nonobviousness, including copies of such documents that are 
within the petitioner’s possession, custody or control.” 

Amend Section 313 to require that “A patent owner filing a preliminary response shall 
disclose any evidence, including documents and witnesses, of which the patent owner is 
aware that may tend to refute the positions advanced in the preliminary response.”   

Amend Section 322(a)(3) of the AIA by adding the following sub-paragraphs “(C) 
evidence, including documents and witnesses, of which the petitioner is aware that may 
tend to refute the positions advanced in the petition, (D) when obviousness is alleged, an 
identification of all persons having knowledge, and of all documents relating to, objective 
evidence of nonobviousness, including copies of such documents that are within the 
petitioner’s possession, custody or control, and (E) when prior public use or sale is 
alleged, an identification of all persons having knowledge, and of all documents relating 
to, the asserted prior public use or sale, including copies of such documents that are 
within the petitioner’s possession, custody or control.” 
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Amend Section 323 to require that “A patent owner filing a preliminary response shall 
disclose any evidence, including documents and witnesses, of which the patent owner is 
aware that may tend to refute the positions advanced in the preliminary response 
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APPENDIX 5 

Allow patent owners who seek to amend one or more of their challenged patent claims in 
response to  issues raised in a PGR or IPR petition to have them considered in a USPTO 
reexamination or reissue proceeding rather than in an inter partes proceeding, in which 
event the IPR or PGR would be deferred until the conclusion of the reexamination or 
reissue proceeding via dismissal without prejudice, thus affording the petitioner a full and 
fair opportunity to challenge any claims that might emerge from the reexamination or 
reissue proceeding 

The Issue:  Two problems have arisen in the implementation of IPR and PGR 
proceedings when they are concurrent with other proceedings in the PTO directed to the same 
patent.  Both of these problems can be remedied by allowing patent owners who seek to amend 
one or more of their challenged patent claims in response to issues raised in a PGR or IPR 
petition to have those amendments, and the patentability of the original and amended claims, 
considered in a USPTO reexamination or reissue proceeding first, rather than in an IPR or PGR 
proceeding.  The patent owner would be required to elect this option no later than by the time of 
the filing of the patent owner’s preliminary response prior to the decision on whether to institute 
the IPR or PGR.  If the patent owner elects this option, the IPR or PGR would be dismissed 
without prejudice and would be deferred until the conclusion of the reexamination or reissue 
proceeding.  The petitioner would suffer no harm, the IPR or PGR filing fee would be refunded 
and the petitioner would not be estopped from raising any issue relating to the validity of the 
challenged patent in any subsequent PTO proceeding or in any pending or later-filed litigation. 

The first problem this proposal would address arises from the PTO’s overly-restrictive 
regulations governing motions for substitute or amended claims.  In the AIA, Congress extended 
to patent owners the statutory right to file one motion to amend the patent by cancelling any 
challenged patent claim, and for each challenged claim, proposing a reasonable number of 
substitute claims.  35 U.S.C. §§ 316(d)(1), 326(d)(1).  But under the PTO’s implementing 
regulations, a patent owner’s ability to amend claims is illusory.  In more than two years of IPR 
and PGR proceedings, the PTAB has allowed patent owners to amend claims only twice:  first, in 
a case in which the United States was the patent owner and the motion was unopposed;26 and 
second, allowing a minor change to a single claim.27  All three of the major IP organizations 
have criticized the PTO for its overly-restrictive rules governing motions for substitute claims, 
which effectively nullify the statutory right to amend claims in IPR and PGR proceedings, and 
have called for relaxation of those rules. 
 

                                                           
26 International Flavors & Fragrances Inc. v. United States, See,IPR2013-00124_20140520.pdf, No. 12 (May 20, 
2014).   
27 Riverbed Technology, Inc. v. Silver Peak Systems, Inc. See IPR2013-00402, No. 35, Order (P.T.A.B. December 
30, 2014) and IPR2013-00403, No. 33, Order (P.T.A.B. December 30, 2014). 

http://www.uspto.gov/sites/default/files/ip/boards/bpai/decisions/inform/IPR2013-00124_20140520.pdf
http://interpartesreviewblog.com/wp-content/uploads/2015/01/IPR2013-00402-No.-35-Order.pdf
http://interpartesreviewblog.com/wp-content/uploads/2015/01/IPR2013-00402-No.-35-Order.pdf
http://interpartesreviewblog.com/wp-content/uploads/2015/01/IPR2013-00402-No.-35-Order.pdf
http://interpartesreviewblog.com/wp-content/uploads/2015/01/IPR2013-00403-No.-33-Order.pdf


21 
 

The PTO bases what is tantamount to its repeal of the statutory right to amend on the 
misguided position that because the patent owner is the moving party with respect to substitute 
claims, it bears the burden of proof to establish that proposed substitute claims are patentable 
over all prior art known to the patent owner.  Although this position is flatly inconsistent with the 
evidentiary standard statutorily imposed on petitioners to establish the unpatentability of claims 
under review, see U.S.C. §§ 316(e), 326(e), the PTO’s position illustrates the difficulty the PTO 
faces in considering proposed amended claims in an adjudicatory, rather than examinational, 
proceeding.  There is no doubt that proposed amended claims for issued patents could be 
examined more fairly and effectively, for patent owners and the PTO alike, in reexamination or 
reissue proceedings, which follow an examinational model. 
 
    The second problem addressed by this proposal arises from the fact that patent owners 
often face multiple and duplicative challenges to their patents – especially their most valuable 
patents – in concurrent PTO proceedings.  A patent owner may face one or more IPR 
proceedings, along with concurrent reexamination or reissue proceedings involving the same 
patent.   In the AIA, Congress provided the PTO with considerable discretion to manage co-
pending proceedings before the Office.28   Congress recognized that the PTO should have the 
discretion to prevent the inefficiency, waste, and inequity that naturally result when patent 
challengers file duplicative proceedings against the same patent. Duplicative USPTO 
proceedings thwart the goal of reducing the expense of resolving validity disputes by multiplying 
the time and expense that both the USPTO and the parties must expend on issues that could be 
resolved in a single proceeding in a single forum. The burden on patent owners facing multiple 
or concurrent AIA trials, reexamination proceedings, and/or reissue proceedings (as well as 
litigation in district court) is substantial.  Congress should help alleviate this burden and waste of 
resources. 
 

The Proposed Solution:  Both problems discussed above could be addressed by the 
same solution.  Congress should allow patent owners seeking to amend their claims in the face of 
an IPR or PGR petition to request that IPR and PGR proceedings be dismissed without prejudice 
pending the resolution of concurrent proceedings handled via examination, such as ex parte 
reexamination and reissue proceedings. To prevent gamesmanship by patent owners and to 
ensure fairness to petitioners, the patent owner would be required to elect this option no later 
than prior to the decision on institution of the IPR or PGR proceeding, and the PGR or IPR 
would be deferred until the conclusion of the reexamination or reissue proceeding via a dismissal 

                                                           
28 See 35 U.S.C. § 315(d) (“[D]uring the pendency of an inter partes review, if another proceeding or matter 
involving the patent is before the Office, the Director may determine the manner in which the inter partes review or 
other proceeding or matter may proceed, including providing for stay, transfer, consolidation, or termination of any 
such matter or proceeding.”); id. at § 325(d) (“[D]uring the pendency of any post-grant review under this chapter, if 
another proceeding or matter involving the patent is before the Office, the Director may determine the manner in 
which the post-grant review or other proceeding or matter may proceed, including providing for the stay, transfer, 
consolidation, or termination of any such matter or proceeding.”). 
 



22 
 

without prejudice, in which case the petitioner would be refunded the petition filing fee and 
would not be estopped from raising any issue relating to the validity of the challenged patent in 
any other PTO or court proceeding. 

 This change would address both problems discussed above.  First, it would provide patent 
owners and the PTO with a more efficient and effective way to determine the patentability of 
amended claims.  A patent owner who, in response to an IPR or PGR petition, elects to propose 
claim amendments, would have the opportunity to have those amendments examined in a 
reexamination or reissue proceeding.  Likewise, the PTO would be able to examine those claims 
and determine their patentability using traditional examination protocols.   

Second, this proposal would reduce the number, burden and expenses of concurrent 
proceedings in those instances when the patent owner seeks claim amendments.  In such 
circumstances, neither patent owners nor the PTO would face the burden of concurrent 
proceedings directed against the same patent and claims.  Only the reexamination or reissue 
would proceed in the first instance, followed by an IPR or PGR if the petitioner decides to 
challenge any claims that emerge from the reexamination or reissue.    

There is nothing unfair to patent challengers in this proposal, as many issues will be 
promptly and effectively resolved without the need for more expensive and time consuming 
adjudicative processes, while fully preserving the right of petitioners to press their positions if 
they are dissatisfied with the outcome of intervening reissues or reexaminations. 

Proposed Legislative Amendments: 

35 U.S.C. § 315. Relation to other proceedings or actions 

*  *  * 

(d) MULTIPLE PROCEEDINGS. — 

(1)  COORDINATION OF MULTIPLE PROCEEDINGS.--Notwithstanding 
sections 135 (a), 251, and 252, and chapter 30sections 135 (a), 251, and 252, and 
chapter 30, during the pendency of an inter partes review, if another proceeding or 
matter involving the patent is before the Office, the Director may shall determine 
the manner in which the inter partes review or other proceeding or matter may 
proceed, including providing for stay, transfer, consolidation, or termination of 
any such matter or proceeding. 

(2) DISMISSAL WITHOUT PREJUDICE PENDING CONCURRENT 
REEXAMINATION OR REISSUE PROCEEDINGS.—Prior to or at the time 
of filing a Preliminary Response, the patent owner may seek to amend claims for 
which inter partes review is sought by filing a reexamination or reissue petition.  
Upon the filing of such a petition presenting amendments to a claim for which 

http://www.law.cornell.edu/uscode/text/35/135
http://www.law.cornell.edu/uscode/text/35/usc_sec_35_00000135----000-#a
http://www.law.cornell.edu/uscode/text/35/251
http://www.law.cornell.edu/uscode/text/35/252
http://www.law.cornell.edu/uscode/text/35/135
http://www.law.cornell.edu/uscode/text/35/usc_sec_35_00000135----000-#a
http://www.law.cornell.edu/uscode/text/35/251
http://www.law.cornell.edu/uscode/text/35/252
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inter partes review has been sought in the petition for inter partes review, the 
petition for inter partes review shall be dismissed and no further petition for inter 
partes review of the patent shall be filed until completion of the reexamination or 
reissue proceeding.  Such dismissal shall be without waiver of, or prejudice to, 
any ground or argument of unpatentability of any original or amended claim.  
Upon such dismissal, the inter partes review filing fee shall be refunded to the 
petitioner. 

36 U.S.C. § 325. Relation to other proceedings or actions 

*  *  * 

(d) MULTIPLE PROCEEDINGS. — 

(1)  COORDINATION OF MULTIPLE PROCEEDINGS.--Notwithstanding 
sections 135(a), 251, and 252, and chapter 30, during the pendency of any post-
grant review under this chapter, if another proceeding or matter involving the 
patent is before the Office, the Director may determine the manner in which the 
post-grant review or other proceeding or matter may proceed, including providing 
for the stay, transfer, consolidation, or termination of any such matter or 
proceeding. In determining whether to institute or order a proceeding under this 
chapter, chapter 30, or chapter 31, the Director may shall take into account 
whether, and reject the petition or request because, the same or substantially the 
same prior art or arguments previously were presented to the Office. 

(2) DISMISSAL WITHOUT PREJUDICE PENDING CONCURRENT 
REEXAMINATIOJ OR REISSUE PROCEEDINGS.—Prior to or at the time 
of filing a Preliminary Response, the patent owner may seek to amend claims for 
which post-grant review is sought by filing a reexamination or reissue petition.  
Upon the filing of such a petition presenting amendments to a claim for which 
post-grant review has been sought in the petition for post-grant review, the 
petition for post-grant review shall be dismissed and no further petition for post-
grant review of the patent shall be filed until completion of the reexamination or 
reissue proceeding, following which a petition for post-grant review may be filed 
within nine months from completion of the reexamination or reissue proceeding.  
Such dismissal shall be without waiver of, or prejudice to, any ground or 
argument of unpatentability of any original or amended claim.  Upon such 
dismissal, the post-grant review filing fee shall be refunded to the petitioner. 
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APPENDIX 6 

Extend the right to parties in PGR and IPR proceedings to have testimony relating to 
disputed issues of material fact and/or credibility heard live by the PTAB as part of the 
final hearing in the proceeding 

The Issue:  Under the AIA, the IPR or PGR “trial” culminates with the Oral Hearing 
before the PTAB panel, after which the panel prepares its Final Written decision.  Congress 
recognized the importance of the Oral Hearing to ensure fairness and due process in the 
proceedings, and thus provided all parties with the right to an Oral Hearing.  35 U.S.C. §§ 
316(a)(10), 326(a)(10).  As with other adjudicatory proceedings, an essential element of such 
fairness and due process in IPR and PGR proceedings is the right to present live testimony to the 
trier of fact, and the right to cross examine opposing witnesses before the trier of fact, 
particularly when genuine issues of material fact, conflicting expert testimony or witness 
demeanor and credibility are at issue.    

Such issues of fact, battles of the experts or witness credibility determinations are often 
fundamental to the outcome of IPR or PGR proceedings.  For example, AIA trials often are 
decided based on which expert is found by the PTAB to be more credible, and often there is no 
substitute for live cross-examination for the trier of fact to determine which expert has the more 
relevant expertise, has made prior inconsistent statements, or is generally the more credible.  The 
same is true for inventors or other fact witnesses who may provide testimony on topics such as 
the scope or content of the prior art, advantages of the claimed invention, commercial success or 
other objective evidence of nonobviousness.  Given the significance of such testimony and cross 
examination to probe its credibility and weight, the PTAB should hear live testimony when an 
issue important to resolving an AIA trial relies on fact or expert witness testimony. 

That is not current PTAB practice, however.  The PTAB rarely allows live testimony to 
be presented at the Oral Hearing.  21C believes that, in the interests of fundamental fairness and 
due process, the PTAB should hear live testimony at the Oral Hearing when an issue important 
to resolving an AIA trial relies on fact or expert witness testimony.  Not only will this improve 
the review process and its perceived fairness, but it will increase the likelihood that PTAB 
factual findings based on witness testimony will be upheld on appeal to the Court of Appeals for 
the Federal Circuit. 

 The Proposed Solution: Amend 35 U.S.C. §§ 316(a)(10) and 326(a)(10) to permit either 
party to present live testimony, subject to cross-examination, from any person who has submitted 
a declaration in support of that party’s position in the trial.   

Proposed Legislative Amendments: 

§ 316.  Conduct of inter partes review 
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(a) REGULATIONS.—The Director shall prescribe regulations— 

*  *  * 

 (10) providing either party with the right to an oral hearing as part of the 
proceeding, including the right to present live testimony, subject to cross-
examination, from any witnesses submitting affidavits or declarations in support 
of that party’s position in the proceeding;  

§ 326.  Conduct of post-grant review 

(a) REGULATIONS.—The Director shall prescribe regulations— 

*  *  * 

 (10) providing either party with the right to an oral hearing as part of the 
proceeding, including the right to present live testimony, subject to cross-
examination, from any witnesses submitting affidavits or declarations in support 
of that party’s position in the proceeding;  
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APPENDIX 7 

Extend to parties in PGR and IPR proceedings the right now enjoyed by parties in all other 
contested USPTO proceedings to appeal to a district court under 35 USC 146, provided however 
that if there is already a patent infringement litigation relating to the same patent pending between 
the parties, such appeal shall be to that district court, and that in any such district court 
proceeding, the prevailing party shall be awarded its reasonable attorney fees and costs incurred in 
connection with such the appeal.  

 
 The Issue:  A number of serious problems that have become apparent from the 
implementation of the new post grant and inter partes review procedures established under the 
America Invents Act:   
 

First, in order to meet the AIA’s 12 month deadline for completing for these proceedings, 
the USPTO has adopted a practice of limiting to just a few (usually just one or two) the 
number of grounds upon which IPR’s and PGR’s are instituted.   As a result, petitioners 
who advance multiple, alternate grounds for validity are finding themselves estopped 
from ever litigating their alternate grounds, regardless of their merits.   

 
Second, due to the required expedited schedule employed in these proceedings, patent 
owners do not have an opportunity to discover, develop and present evidence of 
patentability that is not already within their control.  In a PGR proceeding, for example, it 
is unlikely that patentees will ever be able to adduce documents and testimony from 
uncooperative, potentially-impeaching third party witnesses, as for example concerning 
alleged prior public uses or sales, especially if these witnesses are located outside the 
United States.  Similarly, IPR timing does not permit the discovery of other impeaching 
evidence, such as objective  evidence of non-obviousness, including long felt need, the 
failures of others, copying, commercial success, and/or tribute of others, even though 
applicable Federal Circuit and Supreme Court precedent requires such evidence of 
nonobviousness be considered whenever it exists.   

 
Third, in cases where credibility is in issue (which it often is), the USPTO’s procedures 
do not insure that witness testimony be heard and assessed live -- a generally accepted 
requirement of due process in any proceeding where the loss of a valuable property right 
is at stake.   

 
Fourth, appeals from PGR and IPR proceedings will soon begin overwhelming the 
Federal Circuit, and will substantially disrupt its docket.  In the two years PGR’s and 
IPR’s were available, nearly 2,500 were filed, of which more than 75% have been or will 
be instituted.  If just half of these are ultimately appealed to the Federal Circuit, that 
court’s docket of patent appeals will more than double. As a result, the then-Chief Judge 
of the Federal Circuit warned that the Federal Circuit is facing a “tsunami” of appeals 
that is likely swamp its docket, perhaps doubling the pendency of all appeals before it. 
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 Fifth, the PTO’s insistence on using a different, substantive approach in interpreting 
patent claims means that inconsistent rulings on the same claims by the USPTO and the 
district courts will soon result in two or more separate appeals in the same case which are 
brought to the Federal Circuit for review in different time frames.  The numbers of such 
cases is likely to be substantial, as 80% of the patents now in PGR or IPR are also 
involved in a concurrent district court proceeding.   

 
Sixth, under the AIA, parties in PGR and IPR proceedings lack the right available to 
parties in other contested PTO proceedings29 that to seek further remedy in the district 
court in the event of an adverse decision, rather than to appeal directly to the Federal 
Circuit.  Such recourse has traditionally been allowed from USPTO proceedings since 
these proceedings are typically limited in scope due to timing and evidentiary reach, 
meaning that they often cannot meet the due process standards applied in the courts.  In 
order to protect parties whose patent rights may be affected in such proceedings, since at 
least 1830, parties who feel they have been aggrieved by a decision in these procedures 
have had the right to seek further remedy from the district courts.   These considerations 
are particularly applicable to PGR’s and IPR’s, where statutory time limits have required 
substantial truncations, and where the resulting proceedings are fraught with due process 
concerns.    

 
Thus, unlike all other contested proceedings in the USPTO, including interference and 

derivation proceedings, post grant and inter partes review proceedings are not now included 
within ambit of 35 USC 146, a time-honored statute that allows parties aggrieved by an outcome 
in one of the proceedings to seek remedy from a district court rather than being forced to appeal 
directly to the Federal Circuit.  In the resulting district court proceeding, the record of the 
USPTO proceeding is available for introduction in its entirety, and parties are allowed to 
augment that record with relevant documentary and testimonial evidence, including that of 
witnesses who testify live before the district judge.  This approach, which has worked well in 
patent interferences and other contested cases, should now be made available to remedy due 
process concerns that are inevitable given the truncated procedures forced on the USPTO by the 
shortened timelines mandated by the AIA. 
 
Features of the Present Proposal: 
 
The present proposal seeks to provide to parties in post grant and inter partes proceedings the 
same rights as parties have had in all other contested patent office proceedings since the passage 
of the Patent Act of 1830 – the right to seek remedy from a district court rather than being forced 
to go to the Federal Circuit in the first instance.    
 
Many advantages would flow from adopting such an approach for PGR and IPR proceedings as 
well.   First and foremost, aggrieved parties who were not able to obtain relevant evidence 
bearing on the issues would have the right to subpoena that evidence, and compel the testimony 
of critical witnesses who were not previously within a party’s control.  Moreover, once obtained, 
                                                           
29 This right is currently available for interferences (many of which are still pending) and for derivation proceedings 
under 35 USC 146, and to patent applicants under 35 USC 145.  
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it will be presented as live testimony, subject to cross examination, before a skilled Article III 
judge who will assess its credibility and determine the weight to be accorded to it. 
 
Second, this proposal will allow a district court judge to address any differences in the 
constructions given to the claims in court and in the PTO, and to have an opportunity to reconcile 
them (subject, of course, to later Federal Circuit review). 
 
Third, this proposal will substantially cut the number of appeals going to the Federal Circuit, by 
consolidating issues stemming from the PGR or IPR proceedings and the court proceeding into a 
single appeal.   This is accomplished by specifying that, 
 

If there is an action involving the subject patent pending between the patentee and 
petitioner in a post grant or inter partes review that was also pending at the time the 
petitioner first sought such post grant or inter partes review, then such suit must be 
brought in the district where that action is pending and be consolidated with that action 
for all purposes, including trial and appeal. 
 

As a result, judicial consistency and efficiency will be achieved, and the “tsunami” of cases now 
heading towards the Federal Circuit will be reduced. 
 
Finally, to ensure that this right of appeal to the district court will not be used as a weapon to 
harass the party who prevailed in the original PGR/IPR, it is proposed that reasonable attorney’s 
fees and expenses be awarded to the prevailing party in the action pursuant to Section 285 of this 
Act.  This automatic fee shifting provision will strongly deter an aggrieved party from pursuing a 
Section 146 remedy unless there is meaningful new evidence that will likely reverse the original 
outcome, while providing attorney fees and expense recoveries to prevailing parties.  
 

 Proposed Solution: Amend 35 USC 146 to encompass post-grant and inter partes 
appeals, to the district courts, and if available to the court in which a case between the same 
parties involving the same patent is already pending, provided that the prevailing party in the 146 
appeal shall be awarded reasonable attorney fees incurred in connection with the appeal. 

Proposed Amendment to the Statute: 

35 U.S.C. 146 Civil action in case of post-grant, inter partes, and derivation proceedings. 
 
Any party to a post grant review, inter partes review or derivation proceeding dissatisfied with 
the final decision of the Patent Trial and Appeal Board in the proceeding, may have remedy by 
civil action, if commenced within such time after such decision, not less than sixty days, as the 
Director appoints or as provided in section 141, unless he has appealed to the United States 
Court of Appeals for the Federal Circuit, and such appeal is pending or has been decided. In such 
suits the record in the Patent and Trademark Office shall be admitted on motion of either party 
upon the terms and conditions as to costs, expenses, and the further cross-examination of the 
witnesses as the court imposes, without prejudice to the right of the parties to take further 
testimony. The testimony and exhibits of the record in the Patent and Trademark Office when 
admitted shall have the same effect as if originally taken and produced in the suit.  
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Such suit may be instituted against the patentee or petitioner involved in the post grant or inter 
partes review, as the case may be, or against a party in interest in the derivation proceeding as 
shown by the records of the Patent and Trademark Office at the time of the decision complained 
of, but any party in interest may become a party to the action.  If there is an action pending in a 
federal court involving the same patent that is the subject of the final decision and that action 
involved the same petitioner and was pending at the time that petitioner first sought such post 
grant or inter partes review, then any such suit shall be brought in the district where that action is 
pending and be consolidated with that action for all purposes, including trial and appeal.  If there 
be adverse parties residing in a plurality of districts not embraced within the same state, or an 
adverse party residing in a foreign country, the United States District Court for the Eastern 
District of Virginia shall have jurisdiction and may issue summons against the adverse parties 
directed to the marshal of any district in which any adverse party resides. Summons against 
adverse parties residing in foreign countries may be served by publication or otherwise as the 
court directs. The Director shall not be a necessary party but he shall be notified of the filing of 
the suit by the clerk of the court in which it is filed and shall have the right to intervene. 
Judgment of the court in favor of the right of an applicant to a patent or patentee shall authorize 
the Director to issue or confirm the validity of such patent on the filing in the Patent and 
Trademark Office of a certified copy of the judgment and on compliance with the requirements 
of law.  
 
In any action brought under this section with respect to a final decision in a post grant review or  
inter partes review, the prevailing party shall be awarded reasonable attorney fees and expenses 
pursuant to 35 U.S.C. 285. 
 

35 USC 141 Appeal To Court of Appeals for the Federal Circuit 
 

(a)  Post-Grant and Inter Partes Reviews.  A party to an interpartes review or a post-
grant review who is dissatisfied with the final written decision of the Patent Trial 
And Appeal Board under section 318(a) or 328(a) (as the case may be) may 
appeal the Board’s decision only to the United States Court of Appeals for the 
Federal Circuit.  
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APPENDIX 8 
 

Protect Patent Owners from Duplicative and Repetitive Validity Challenges 

The purpose of the new IPR and PGR proceedings was to give challengers an efficient 
and cost-effective method to challenge the validity of a patent.  These proceedings were not 
intended to subject patent owners to multiple or repetitive challenges to their patent(s) so as to 
avoid duplicative efforts, undue costs, and inconsistent results.  Unfortunately, some challengers 
have taken advantage of loopholes in the law and the USPTO rules to harass, delay, and drive up 
the costs of such challenges.  For instance, some have resorted to filing multiple additional IPR 
petitions on very similar prior art after their initial request has been denied or partially denied by 
the PTAB.  This requires the patent owner to have to defend more than one IPR based upon very 
similar or the same prior art.  In addition, challengers who compete with the Patent Owner may 
attempt to delay the outcome of a court proceeding or obtain inconsistent results between the 
court and the PTAB by filing IPR requests very late in the court proceeding or after the case has 
been resolved.  The courts often stay the proceedings despite the fact that the litigation is fairly 
far along, causing at least a 12 month to 30 month delay in the court’s resolution of the case.  
Challengers have also taken advantage of multiple proceedings in the patent office or in the 
courts on the same or substantially the same prior art or arguments in the IPR to try to overturn 
the decision in other proceedings or get an inconsistent result. 

In order to address these issues with the IPR/PGR processes and to protect patent owners, 
the courts, and the PTO from duplicative and repetitive validity Ccallenges, we propose the 
following: 

Require that where there is a different judicial or USPTO proceeding in which the same 
or substantially the same prior art or arguments raised by a PGR or IPR petition is 
pending or has been decided, the Director will defer to that other proceeding and will not 
institute any later requested PGR or IPR. 
 
Require the Director to decline to institute more than one petition for a PGR or IPR 
against the same patent filed on behalf of the same petitioner or real parties in interest. 

Require that in cases seeking to redress harm that the alleged infringement is causing or 
about to cause to a competing product, process or service of the patent owner, leave of 
the court shall be sought before any petition to institute an IPR proceeding is filed with 
the USPTO.  If leave is denied, the litigation should be conducted with special dispatch. 

These proposals should reduce duplicative and repetitive challenges by requiring the Director to 
not institute additional IPR/PGR proceedings where there has already been a decision rendered 
in another proceeding on the same or substantially the same prior art or arguments or where there 
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are multiple filings by the same petitioner against the same patent after the initial filings.  
Further, in a competitive situation where harm is more imminent against the patent owner, the 
competitor/defendant would be prohibited from abusing the process by filing an IPR/PGR 
without first asking the court for leave to file such a petition.  This would allow the court to 
decide the most expeditious route to take to get a decision, either through the IPR or the court.  A 
number of factors would be considered by the court in making this decision including the 
potential harm to the patent owner and the status of the district court case.  If the court does not 
grant leave to file an IPR, then the court proceeding will proceed rapidly to insure a fast result 
that is in both parties interests. 

 Proposed Statutory Changes: 

Amend 35 U.S.C. 315 as follows: 

35 U.S.C. 315 Relation to other proceedings or actions 

*  *  * 

(f)  When Leave of Court is Required. - In any civil action seeking to redress harm that 
alleges infringement is causing or about to cause harm to a competing product, process, 
or service of the patent owner, leave of court shall be obtained before any party or privy 
may petition to institute an inter partes review.  If leave is denied, the litigation shall be 
conducted with special dispatch.   
 
(g) Estoppel As to Final Adjudications. - An inter partes review may not be instituted 
if, before the date on which the petition for such a review is filed, a judicial or USPTO 
proceeding in which the same or substantially the same prior art or arguments raised by 
the inter partes review petition as to the same patent is pending or has been decided, 
including a decision by the Director not to institute an inter partes proceeding or post 
grant proceeding.   
 
(h) One Petition Per Requestor. - An inter partes review may not be instituted if, after 
the date on which a determination by the Director to institute such a proceeding on 
another petition against the same patent has been made, has been filed on behalf of the 
same petitioner, real party in interest or  privy. 
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APPENDIX 9 

Limit standing in IPR’s to that now required for PGR Covered Business Method Patent 
Reviews 

 In addition to the lopsided nature of IPR proceedings, the opportunity to use these 
proceedings, or threats thereof, as “patent greenmail” or for “reverse trolling” stems from the fact 
that persons with no legitimate business interest in the validity of a patent may at any time 
petition to have it declared invalid.30  As discussed above, this has led to challenges being 
brought by third parties seeking to extort valuable settlements from patent owners and/or who are 
systematically using the threats posed by these proceedings to drive down the patent owner’s 
stock price to profit from pre-planned short sales. 

 Similar threats were recognized by Congress relating to PGR proceedings and to a 
third type of USPTO proceeding created by the AIA relating to “Covered Business Method” 
(“CBM”) patents.  To mitigate this risk with respect to PGR proceedings, Congress limited the 
time for filing petitions to the first nine months after issuance of the patent to be challenged. To 
mitigate this risk with respect to CBM proceedings (for which petitions can be filed at any time 
during a patent’s term), Congress limited the class of persons who could file such petitions to 
those who have been threatened or charged with infringement, recognizing that other alternatives 
were available to the public for challenging CBM patents (such as ex parte reexamination 
proceedings). Section 18(a)(1)(B) provides: 

(B) A person may not file a petition for a transitional proceeding with respect to a 
covered business method patent unless the person or the person's real party in interest or 
privy has been sued for infringement of the patent or has been charged with infringement 
under that patent. 

A similar standing requirement should be put into place for IPR proceedings.  Although 
such a requirement will not entirely eliminate the potential for greenmailing and reverse trolling, 
it would exclude otherwise disinterested speculators and opportunists from subverting the 
purpose of these proceedings for personal profit. 

Proposed Statutory Changes: 

Amend 35 U.S.C. 311(a) as follows: 

‘‘§311. Inter partes review 

 

                                                           
30 The ability to petition to institute a PGR is further restricted to the first 9 months after the patent issues, thus 
further restricting the opportunities for patent greenmail or reverse trolling.   AIA Section 321(c). 
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‘‘(a) IN GENERAL.—Subject to the provisions of this chapter, a person who is not the 
owner of a patent may file with the Office a petition to institute an inter partes review of 
the patent only if that person or that person's real party in interest or privy has been sued 
for infringement of the patent or has been charged with infringement under that patent. 
The Director shall establish, by regulation, fees to be paid by the person requesting the 
review, in such amounts as the Director determines to be reasonable, considering the 
aggregate costs of the review. 
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