
 
 

 Why 21C Supports the Patent Eligibility Restoration Act (PERA) of 2023 

PERA Reinstates the Legislative Definition of What Kinds of Inventions May Be Patented  

35 U.S.C. § 101 defines “Inventions patentable” by stating: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

About a decade ago in its Mayo and Myriad decisions, the Supreme Court began substantially 
broadening the “laws of nature, natural phenomena, and abstract ideas” exceptions that its 
predecessor Courts had held should disqualify certain discoveries and inventions from 
patenting.1  Even though the Court recognized in its Alice decision that it needed to “tread 
carefully in construing this exclusionary principle lest it swallow all of patent law,”2 it failed to 
set any workable limits.  As a result, the law interpreting 35 U.S.C. §101’s definition of the 
subject matter that is eligible for patenting is now widely recognized as an unworkable “mess.”3  
This is largely because in rendering its recent opinions, the Supreme Court failed to recognize 
that all inventions rely to some extent on laws of nature, natural phenomena, and/or abstract 
ideas—what sets patentable inventions apart from mere ideas is that they are practical 
implementations that provide useful results.4 

Subsequent experience in the lower courts has demonstrated that the Supreme Court’s expanded 
eligibility exceptions now routinely disqualify many different kinds of meritorious inventions 
from being patented even though in the past they were routinely patented.  Examples include 
revolutionary advances in fields of diagnostics, therapeutics, information technology, and even 
classic mechanics.5  In a recent opinion, the Chief Judge of the Federal Circuit—the court with 
exclusive appellate jurisdiction over all patent cases—lamented: “Our job, our mandate from 
Congress is to create a clear, uniform body of patent law.  Our inability to do so in the § 101 
space has not been a mess of our making.”6  The Chief Judge’s view is widely shared, as the 
other Federal Circuit judges have repeatedly opined that aspects of this Supreme Court 
framework are “indeterminate,”7 “arbitrary,”8 “inconsisten[t],”9 and “unpredictab[le].”10  Not 
surprisingly, this state of uncertainty has led to the filing of several dozen petitions for writ of 
certiorari to the Supreme Court, all of which have been summarily denied.11  

The ambiguity created by the Supreme Court has also been disruptive of the examination process 
in the U.S. Patent and Trademark Office (USPTO), which has attempted to conduct damage 
control in an unsuccessful attempt to give its examiners clear procedures for implementing these 
judicial exceptions.12   

Although the law governing patentable subject matter is unclear, its effect on innovation in the 
U.S. is not.  After the Supreme Court’s patent law shakeup of the 2010s, many patents covering  



 

cutting-edge inventions have been found unpatentable by the courts and the USPTO.  
Developments in computing and artificial intelligence, which often rely on calculations, 
simulations, models, and instruction sets, now fall into the rubric of abstract ideas despite novel 
practical physical applications.13  Medical advances involving biologics, diagnostics, precision 
medicine, bioinformatics, and genes often take advantage of laws of nature and natural 
phenomena, rendering many of tthem ineligible for patenting under current precedent.14  Indeed, 
the USPTO’s Office of the Chief Economist has found that, from 2000 to 2020, the share of U.S. 
patents exposed to greater uncertainty due to subject matter jurisprudence increased by 50%.15  
The straw that broke the camel’s back may well have been the case that prompted the Chief 
Judge of the Federal Circuit to call section 101 jurisprudence a “mess.”  In that decision, which 
“sent shock waves through the patent community,” a splintered court deemed unpatentable a 
method of manufacturing an automotive drive shaft—the very type of invention that, as the Chief 
Judge put it, “has been eligible for patent protection since the invention of the car itself.”16 

The current uncertainty in the law of patent eligibility threatens the United States’ competitive 
position for investment and innovation.  Though foreign patent offices maintain exceptions to 
patent eligibility, international analogs are not as broad and ambiguous as the judicial exceptions 
of U.S. patent law.17, 18  Inventors who are unable, or even merely uncertain of their ability, to 
secure patents over cutting-edge innovations may choose to seek patent protection and practice 
their inventions elsewhere, under more patentee-friendly regimes.   

In view of the foregoing, it now falls to Congress to make sense of this body of law and restore 
confidence in the country’s patent regime, encourage innovation, and foster U.S. 
competitiveness. 

PERA Provides “Eligibility Exclusions” for Categories of Things Not Eligible For Patenting            

The Patent Eligibility Restoration Act (PERA) seeks to clarify and reform the law on patentable 
subject matter.19  Chiefly, the bill eliminates all judicial exceptions to patent eligibility while 
codifying five categories of things that are not patent eligible.  These include (1) mathematical 
formulas other than those that are part of a useful invention or discovery; (2) certain non-
technological processes;20 (3) unmodified human genes as they exist in the human body; and (4) 
unmodified natural materials as they exist in nature.21 

Arguably, the enumeration of these eligibility exceptions is unnecessary, as 35 U.S.C. § 101 
already specifies that the patentability of all discoveries and inventions also further requires that 
to be patentable they must also comply with the other “conditions and requirements of this title.”  
Principal among these are the requirements of 35 U.S.C. § 102 (requiring patentable inventions 
to be novel), 35 U.S.C. § 103 (requiring patented inventions to be non-obvious), and 35 U.S.C. 
§ 112 (requiring patentable inventions to be fully described and to enable others how to make 
and use the invention claimed).  

PERA Provides Procedural Guidelines for Determining Patent Eligibility  

PERA also provides clear procedural rules for considering patentable subject matter challenges, 
and ensures that courts will have the ability to authorize and consider discovery relevant to 



 

patent eligibility, and when there are no genuine issues of material fact, to rule on motions 
relating to eligibility at any time.22   

Conclusion 

The changes proposed in PERA are welcome steps toward enhancing administrability of 
patentable subject matter eligibility jurisprudence, increasing predictability and confidence in the 
U.S. patent system, and incentivizing technological innovations to solve the major problems of 
the modern world. 

 
The Coalition for 21st Century Patent Reform represents 18 diverse industry sectors and includes many of the 

nation’s leading manufacturers and researchers. The coalition’s steering committee, which is chaired by Philip S. 
Johnson, includes 3M, Bristol-Myers Squibb, Eli Lilly, General Electric, Johnson & Johnson, The Boeing Company, 

and Raytheon Technologies. For more information, visit http://www.patentsmatter.com. 
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